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The MAILING DATE of this communication appears on the cover sheet with the correspondence address- 

All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included 
herewith (or previously mailed), a Notice of Allowance and Issue Fee Due or other appropriate communication will be mailed in due course. 
THIS NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the 
initiative of the Office or upon petition by the applicant See 37 CFR 1.313 and MPEP 1308. 

1 . K This communication is responsive to 4/9/01 . 

2. 13 The allowed claim(s) Is/are 2-4 and 16 . 

3. O The drawings filed on are acceptable as formal drawings. 

4. □ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or(f). 
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1. □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 

3. □ Copies of the certified copies of the priority documents have been received in this national stage application from the 

International Bureau (PCT Rule 17.2(a)). 
* Certified copies not received: . 

5. [3 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 

Applicant has THREE MONTHS FROM THE "MAILING DATE" of this communication to file a reply complying with the requirements noted 
below. Failure to timely comply will result in ABANDONMENT of this application. THIS THREE-MONTH PERIOD IS NOT EXTENDABLE 
FOR SUBMITTING NEW FORMAL DRAWINGS . OR A SUBSTITUTE OATH OR DECLARATION. This three-month period for 
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(c) □ including changes required by the attached Examiner's Amendment / Comment or in the Office action of Paper No. . 

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings. The drawings 
should be filed as a separate paper with a transmittal letter addressed to the Official Draftsperson. 

8. □ Note the attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL. 
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EXAMINER'S AMENDMENT 



1. 



An examiner's amendment to the record appears below. Should the changes and/or 



additions be unacceptable to applicant, an amendment may be filed as provided by 37 CFR 1.312. 
To ensure consideration of such an amendment, it MUST be submitted no later than the payment 
of the issue fee. 

Authorization for this examiner's amendment was given in a telephone interview with Eric 
Kron and Murray Spruill on 6/19/01. 

A communication was mailed to appHcant on 6/19/01 that indicated that the response 
filed 4/9/01 was incomplete. The paper copy of the sequence listing has been located and entered 
into the application file. The requirements of the conmiunication mailed 6/19/01 are hereby 
withdrawn. 

During the interview the examiner indicated that a restriction requirement would be made 
in the instant application and the restriction requirement is set forth below. 
2. Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which are not so 
linked as to form a single general inventive concept under PCT Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in response to this action, to elect 
a single invention to which the claims must be restricted. 

Group I, claim(s) 1-4, drawn to a masked expression cassette. 
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Group II, claim(s) 10-15, drawn to methods of controlling the expression of a protein of 
interest. 

3. The inventions listed as Groups I and II do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or corresponding special 
technical features for the foUov^ing reasons: The methods of group II can be performed using 
other than the masked expression cassette of Group I. 

4. During a telephone conversation with Eric Kron on 6/19/01 a provisional election was 
made without traverse to prosecute the invention of Group I, claims 1-4. It was indicated by 
applicant representative that these claims would be pursued in a divisional application.. 

5. The application has been amended as follows: 
Nonelected claims "S^t^have been canceled. 



Claim 1 has been canceled and rewritten as new claim 16. 



Clainvl^A masked expression cassette comprising a first strand comprising an RNA 
sequence which encodes a protein of interest wherein the RNA sequence is linked downstream of 
a flanking sequence, and a translation initiation site operably linked upstream of the RNA 
sequence: and, a second strand bound to the flanking sequence, wherein the second strand 
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comprises an antisense sequence corresponding to the flanking sequence and a target nucleic acid 
sequence, where when the masked expression cassette is contacted with the target nucleic acid the 
second strand dissociates from the cassette allowing expression of the protein of interest. 

In claim 2, line 1, "1" has been deleted and replaced with — 16~. 



In claim 3, line 1, "1" has been deleted and replaced with — 16~. 

In claim 3, line 1, "comprises" has been deleted and replaced with -is— 

In claim 4, line 1, "1" has^'been deleted and replaced with —16—. 



6. The following is an examiner's statement of reasons for allowance: The composition 
claims related to the amended claims above were rejected under 35 U.S.C. 112, first paragraph. 
This rejection of the compositions was based on the utility asserted in the specification drawn to 
in vivo use. The specification however does include in vitro utilities (see page 3 and Figure 7, for 
example). 

Any comments considered necessary by applicant must be submitted no later than the 
payment of the issue fee and, to avoid processing delays, should preferably accompany the issue 
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fee. Such submissions should be clearly labeled "Comments on Statement of Reasons for 
Allowance." 

7. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Sean McGarry whose telephone number is (703) 305-7028. 



SRM 

June 20, 2001 




